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3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Response to Preliminary Amendment 

1. The preliminary amendment has been entered. Claims 1-5 are currently 
pending. 



Specification 

2. The abstract of the disclosure is objected to because it is not found on a separate 
page free of extraneous material. Correction is required. See MPEP § 608.01(b). 

3. The disclosure is objected to because of the following informalities: 

(a) It is unclear as to what is meant by the phrase "(lines 42ff in column 4)" found 
in line 18 of paragraph [00011] of the specification. 

(b) There is no Brief Description of the Drawings found in the specification 
Appropriate correction is required. 

Drawings 

4. New corrected drawings in compliance with 37 CFR 1.121(d) are required in this 
application because the figures are not labeled as Figures 1-4. Also the first drawing 
has the following text: "III. 1" which is not understood. 

Applicant is advised to employ the services of a competent patent draftsperson 
outside the Office, as the U.S. Patent and Trademark Office no longer prepares new 
drawings. The corrected drawings are required in reply to the Office action to avoid 
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abandonment of the application. The requirement for corrected drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 it is unclear as to the method step(s) used for retarding the plaster. 
The claim provides for the use of the following composition, but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. According to MPEP 2173.05(q): Attempts to claim a process without setting 
forth any steps involved in the process generally raises an issue of indefiniteness under 
35 U.S.C. 1 12, second paragraph. For example, a claim which read: "A process for 
using monoclonal antibodies of claim 4 to isolate and purify human fibroblast interferon." 
was held to be indefinite because it merely recites a use without any active, positive 
steps delimiting how this use is actually practiced. Ex parte Erlich, 3 USPQ2d 1011 (Bd. 
Pat. App. & Inter. 1986). In claim 1 , part a, the phrase "the plaster amount" lacks proper 
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antecedent basis. It is unclear as to what is meant by the phrase "If applicable" found in 
parte of the claim. 

In claim 2 the method is confusing as component "c" appears to be an optional 
component and therefore it is unclear as to how components b and/or c are mixed 
together. 

In claim 3 it is unclear as to how the compound is used. Also it is unclear as to 
what is meant by the phrase "which comprises a share of sodium polyphosphate". 
Clarification is requested. 

Claim 4 provides for the use of a compound, but, since the claim does not set 
forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. It is 
unclear as to what is meant by the phrases "if necessary" and "if applicable" found in 
part c of the claim. 

Claim 5 is vague and indefinite and confusing as it is improper to select certain 
features of a claim. That is, claim 1 is drawn to a method and not a composition and 
therefor it is not proper to only select the components of claim 1 to depend from. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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8. Claims 1-5 are rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1 and 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Knauf et al (US Patent No. 3,770,468 A). 

The reference teaches a process of treating plaster of Paris wherein an aqueous 
solution of a wetting effect material is applied to ground dry plaster of Paris (see the 
abstract and the claims). According to claim 2 the aqueous solution may contain a set 
retarder which according to column 1, lines 63+, may include (1) phosphates such as 
sodium trimetaphosphate, sodium tripolyphosphate etc.; (2) carboxylic acids with at 
least for carbon atoms and at least one hydroxyl group; (3) ionogenic wetting agents; 
and (4) non-ionogenic wetting agents. According to column 2, lines 12+, the 
phosphates and carboxylic acids are also set retarders and an aqueous solution of one 
compound may of groups 1 to 4 can be used as can a mixture of compounds from 
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different groups and that the amounts of the carboxylic acid is up to 10 percent and the 

amount of the polyphosphate is up to 10 percent. 

The instant claims are obvious over the reference. While the reference does not 

provide an example which meets the instant claims it does provide the motivation for 

one of ordinary skill in the art to produce a composition used for retarding plaster 

preparations. That is, it provides the motivation for the use of a mixture of tartaric acid 

(which is a carboxylic acid having at least 4 carbon atoms and at least one hydroxyl 

group) and sodium trimetaphosphate and further the use of a sodium polyphosphate 

(the reference teaches the use of phosphates, polyphosphates, sodium 

tripolyphopsphate etc.) It should be noted that "A reference can be used for all it 

realistically teaches and is not limited to the disclosures in its specific examples". See In 

re Van Marter et al 144 USPQ 421; In re Windmer et al 147 USPQ 518, 523; and In re 

Chapman et al 148 USPQ 71 . As for the amounts while the reference does not teach 

the same amounts it does teach amounts that encompass that which is instantly 

claimed. However, one of ordinary skill in the art at the time the invention was made 

would have considered the invention to have been obvious because the compositional 

proportions taught by the reference overlap the instantly claimed proportions and 

therefore are considered to establish a prima facie case of obviousness. It would have 

been obvious to one of ordinary skill in the art to select any portion of the disclosed 

ranges including the instantly claimed ranges from the ranges disclosed in the prior art 

reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
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motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 

(CCPA 1976); In re Malaaari . 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

Accordingly the instant claims are obvious over the reference. 

Allowable Subject Matter 

1 1 . Claim 2 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims and provided that all 112 rejections are overcome. 

Information Disclosure Statement 

12. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 
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References Cited By The Examiner 

13. The remaining references have been reviewed by the examiner and are 
considered to be cumulative to or less material than the prior art references relied upon 
in the above rejections. 

Any inquiry concerning this communication or earlier communications from the examiner should be directed 
to Anthony J. Green whose telephone number is 571-272-1367. The examiner can normally be reached on Monday- 
Thursday 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jerry Lorengo 
can be reached on 571-272-1233. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to thMutomated information system, call 800- 
786-9199 (IN USA OR CANADA) or 571-272-1000. // /f fl 

f Anthony JjGreen 
Primary Examiner 
Art Unit 1755 
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